provide a sensor output related to the variable. 11 

Similarly, independent claim 12 provides, 

"An electrically variable optical attenuator system 
comprising: 

a pair of waveguides, each having a terminus, wherein 
at least one terminus is movable relative to the 
other terminus upon urging from an electrically 
driven actuator; 

a sensor disposed relative to the pair of waveguides 
to sense a variable that affects attenuation, and 
provide a sensor output related to the variable; 
and 

a controller adapted to compensate an attenuation 
level based on the sensed variable . " 

The broad-band variable optical attenuator of Bellman does 
not provide the "sensor disposed relative to the pair of 
waveguides to sense a variable that affects attenuation." The 
Office Action asserts that this feature is provided by Bellman by 
indicating that Bellman includes a "feedback system [that] 
receives an attenuation signal and outputs the information to 
control the displacement." Citing paragraph 0049. Quite simply, 
the system of Bellman merely uses "power signals from the input 
and output lensed fibers [that are compared] to determine if the 
desired level of attenuation is achieved." These power signal are 
provided to a feedback system that further determines the amount 
by which the lensed fibers should be displaced. See paragraph 
0049. The Office Action asserts that this meets the limitation of 
independent claims 1 and 12 which require a sensor disposed 
relative to the pair of waveguides to sense a variable that 
affects attenuation. Respectfully, the Office Action is using the 
attenuation signal itself as the sensed variable. This is 
inconsistent with the specific language of independent claims 1 
and 12 which sense a variable that affects attenuation . The 
effect of this distinction becomes clearer when one considers that 
a number of variables, which may be each sensed individually, may 



affect the attenuation level itself. For example, certainly the 
positioning of the waveguides affects attenuation. However, the 
temperature of the variable optical attenuator may also affect 
attenuation. The Bellman system merely measures attenuation and 
attempts to adjust it as desired. In distinct contrast, the 
embodiments of the invention set forth in independent claims 1 and 
12 sense one or more variables that affect attenuation which 
facilitates better compensation for independent variables. To the 
extent that the rejections of claims 1 and 12 are maintained, 
Applicants merely request that the Examiner indicate the structure 
of the Bellman reference that meets the limitation of the sensor 
set forth in claims 1 and 12. Accordingly, Applicants 

respectfully submit that independent claims 1 and 12 are neither 
taught nor suggested by Bellman. Further, Applicants respectfully 
submit that dependent claims 2-11 and 13-25 are allowable as well 
by virtue of their dependency, either directly or indirectly, from 
allowable independent claims. 

Section Three of the Office Action also indicated that 
independent claim 37, among others, was rejected under 35 U.S.C. 
§102 (e) as being anticipated by Bellman. Independent claim 37 
provides, 

"An electrically variable optical attenuator system 
comprising: 

a pair of waveguides, each having a terminus, wherein 
at least one terminus is movable relative to the 

other terminus upon urging from an 

electrically driven actuator; and 
a controller adapted to receive a value of an 

anticipated parameter, and to compensate an 

attenuation level based on the anticipated 

parameter. " 

Section Five of the Office Action asserted that Bellman 
discloses a controller adapted to compensate an attenuation level 
based on the sensed variable. Citing paragraph 0049, lines 6-9. 
However, the cited portion merely provides, "A feedback system can 
be provided to control, the operation of the actuators such that 



the lensed fibers 4, 6 are displaced by an amount corresponding to 

the desired level of attenuation." However, independent claim 37 

requires that the controller be adapted to receive a value of an 

anticipated parameter , and to compensate an attenuation level 

based on the anticipated parameter . There is no discussion in the 

Office Action of the controller receiving an anticipated 

parameter, nor the controller compensating the attenuation level 

based on the anticipated parameter. Moreover, the cited portion 

of the Bellman reference does not teach or suggest such a feature. 

Thus, Applicants respectfully submit that independent claim 37 is 

neither taught nor suggested by Bellman. Moreover, Applicants 

respectfully submit that dependent claims 38 and 39 are allowable 

as well by virtue of their dependency, either directly or 

indirectly from allowable independent claim 37. 

Section Seven of the Office Action indicated that claims 

2-11, 13-25, 38 and 39 were rejected under 35 U.S.C. §103 (a) as 

being unpatentable over Bellman. With respect to claims 2-11, 13- 

19, 23-25, 38 and 39, Section Eight of the Office Action concedes 

that Bellman does not expressly disclose the various types of 

sensors or anticipated parameters. The Office Action then asserts 

that, "Sensors for sensing an anticipated parameter, such as 

temperature sensors (including variable capacitor devices and 

resistance temperature devices) , wavelength sensors, acceleration 

sensors, and vibration sensors are well known in the art." The 

Office Action continues, 

"Therefore, it would have been obvious one having 
ordinary skill in the art at the time the invention was 
made to provide any of the various sensors in the 
device of the Bellman et al. for the purpose of 
evaluating the efficacy of the attenuator of Bellman et 
al . and providing proper feedback control to obtain the 
desired attenuation, and since Applicant has not 
disclosed that the particular sensors/sensed parameter 
solves any stated problem or is for any particular 
purpose and it appears that the invention would perform 
equally well with any type of sensor." 



Respectfully, simply noting that sensors sensing 
parameters are well known in the art does not mean that it would 
obvious to combine any sensor with a variable optical attenuator. 
In distinct contrast, even seemingly simple changes require a 
finding of a suggestion in the prior art to make the modification 
to avoid the improper use of hindsight. Applicants simply believe 
that the standard used by the Office Action for combining 
references is incorrect and does not follow the current standard 
as set forth clearly by the Federal Circuit in In re Lee , 61 
U.S.P.Q. 2d 1430 (Fed. Cir. 2002) . Accordingly, Applicants 
respectfully submit that the Office Action has failed to set forth 
a prima facie case of obviousness against claims 2-11, 13-25, 38 
and 39. 

Section Nine of the Office Action addressed claims 20-22 
and indicated that, "Bellman does not expressly disclose the 
controller including memory containing a look-up table, a 
multidimensional look-up table or coefficients for a function 
relating the sensed variable to attenuation." The Office Action 
then asserted that, "Controllers including memory containing look- 
up tables, multidimensional look-up tables or coefficients for a 
function relating a sensed variable to a desired result were well 
known in the art." The Office Action then simply concluded that, 
"It would have been obvious, to one having ordinary skill in the 
art at the time the invention was made to provide the controller 
containing the claimed memory for the purpose of simplifying the 
control process." The Office Action does not indicate how the 
provision of a controller containing the claimed memory would 
simplify the control process. Accordingly, Applicants 

respectfully submit that the Office Action has failed to set forth 
a prima facie case of obviousness with respect to claims 20-22 for 
the same reasons set forth above with respect to claims 2-11, 13- 
25, 38 and 39. Accordingly, Applicants respectfully submit that 
claims 2-11, 13-25, 38 and 39 are allowable over Bellman. 



In conclusion, Applicants respectfully submit that the 
entire application is now in condition for allowance. 
Reconsideration and favorable action are respectfully requested. 

The Director is authorized to charge any fee deficiency 
required by this paper or credit any overpayment to Deposit 
Account No. 23-1123. 



Respectfully submitted, 
WESTMAN, CHAMPLIN & KELLY, P. A. 




Christopher R. Christenson, Reg. No. 42,413 
900 Second Avenue South, Suite 1400 
Minneapolis, Minnesota 55402-3319 
Phone: (612) 334-3222 Fax: (612) 334-3312 



CRC:sew 



